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DETAILED ACTION 

1 . Claims 45-55 are pending. Claims 45, 49, 51-53 and 55 have been amended in 
this communication filed 5/24/06 entered as Response After Non-Final Action and 
Substitute Specification. 

2. The Substitute Specification Objection still remains as set forth here below. 

3. The 35 USC 112 second paragraph rejection sill remains for claims 45, 49, 51 , 
and 55. Newly amended claims 52 and 53 are also rejected as set forth here below. 
The amendment for the 35 USC 112 second paragraph rejection does not overcome the 
combining of two separate statutory classes of invention into a single claim. The 35 
USC 112 second paragraph rejection for claim 45 being confusing has been overcome 
by Applicant's amendment to claim 45 and is hereby withdrawn. However, claim 45 still 
has a 35 USC 112 second paragraph problem. 

Specification 

4. A substitute specification in proper idiomatic English and in compliance with 37 
CFR 1.52(a) and (b) is required. The substitute specification filed must be accompanied 
by a statement that it contains no new matter. Some examples of improper idiomatic 
English are as follows: Page 2 of the amended Specification, third paragraph recites 
"Though credit cards have been used as a financial transaction instruments since 

This line would be better recited as "Though credit cards have been used as a financial 
transaction instrument since Paragraph 4 recites "another issue ... supplied to 
back office includes a credit card account number, a These lines would be better 
recited "another issue ... supplied to a back office includes a credit card account 
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number, a Page 3, paragraph 1 recites "except a merchant does not get any 
authorization code, but ... number. Since the financial transaction - is pre-authorized 

... stage. Use of a ... using secret PIN". These lines would be better recited as 
"except a merchant does not get any authorization code, but ... number. Since the 

financial transaction is pre-authorized stage. Use of a ... using a secret PIN". 

The specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting 
any errors of which applicant may become aware in the specification. Applicant's 
Substitution Specification is replete with grammatical and punctuation errors. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 45, 49, 51-53, and 55 are rejected under 35 U.S.C. § 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. In particular, 

A. Claim 45 is not sufficiently precise due to the combining of two separate 
statutory classes of invention in a single claim. The preamble of the claim refers to a 
method and a computer-based data processing system, but the body of the claim 
discusses first a method (i.e., establishing an authentication record, establishing an 
authorization record, matching the authorization record with the authentication record, 
and reconciling the predicted transaction), and subsequently the claim then deals with 
the specifics of a system (ex. in the data processing system). There is some confusion 
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as to whether the claim is a method claim or a system claim. The preamble of the claim 
would be better recited as "A computer implemented method" or simply "A method for 
automated authentication". The body of the claim would be better recited as 
"establishing an authentication record at the computer for a predicted transaction It 
is unnecessary to have data processing system throughout the other claim limitations in 
claim 45. It is recognized that the method is being performed using a data processing 
system in the preamble and the first claim limitation. 

Claims 49, 51 , and 55 appear to be method claims because the preamble recites 
a method and the body of the claim discusses a system (i.e. establishing a 
communication session between the particular account holder and the data processing 
system), and subsequently the claim deals with the specifics of a system (ex. the data 
processing system). Claims 51-53 and 55 have a similar problem. 

The dependent claims 46-55 are also rejected because of their dependency on a 
rejected base claim. 

Response to Arguments 

7. Applicant's arguments filed 5/24/06 have been fully considered but they are not 
persuasive. The Arguments were addressed the best that the Examiner could 
determine considering the condition of the claims and the specification. 

Issue no. 1 : Applicant argues: The Examiner is misreading the references 
because Watson does not teach the first step of claim 45. The Examiner cites column 
1, line 61 6o column 2, line 21 and figure 1 of Watson as teaching this limitation. 
However, the Examiner is mistaken because the cited passage does not mention 
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authentication in any sense and does not describe "an authentication record" as 
required by the claim and there is not description of the creation of a record of any type, 
much less a record that includes an authenticated transaction signature and a time 
parameter has been considered but is not persuasive. Response: It cannot be 
determined from reading the Specification or the Drawings what is meant by a "time 
parameter". Therefore, a "time parameter is given the broadest reasonable 
interpretation. The claim limitation does not recite "the creation of a record". The claim 
limitation recites "establishing an authentication record "Establish, establishing" is 
defined in "Merriam Webster's Collegiate Dictionary -10 edition" as "to institute (as a 
law) permanently by enactment or agreement, settle, to make firm or stable, to bring 
into existence, to put beyond doubt". Watson does disclose "an account being 
established, transaction parameters, and other parameters. If an account is established 
there is a record of the account. For example, at a bank when an account is setup, a 
record is maintained of the account with the signature of the account holder. According 
to the claim limitations of claim 45, the best that the Examiner can determine from the 
claim language, Watson and Anderson disclose the claim limitations of claim 45. 

Issue no. 2: Applicant argues: There is no mention of an authentication process, 
and no mention of problems associated with authentication in Watson and there is no 
concept in Watson of a "presented transaction signature" has been considered but is 
not persuasive. Response: Watson discloses "... prior to reaching authorizing agent 
1 1 2 for comparison of account parameters for conformance of account limitations". It is 
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interpreted although not expressly disclosed that the account parameters include a 
transaction signature and authentication. 

Issue no. 3: Applicant argues: Anderson et al. does not describe a matching step 
as recited in claim 45 has been considered but is not persuasive. Response: Anderson 
discloses verification steps which is interpreted as a form of matching the signature 
(record). 

Issue no. 4: Applicant argues: Applicant submits that Joao et al. does not teach 
the limitations in claims 49-55 and does not support a prima facie case of 
unpatentability and the Examiner appears to be misreading the reference has been 
considered but is not persuasive. Response: In response to applicant's arguments, the 
recitation "wherein establishing an authentication record" has not been given patentable 
weight because the recitation occurs in the preamble. A preamble is generally not 
accorded any patentable weight where it merely recites the purpose of a process or the 
intended use of a structure, and where the body of the claim does not depend on the 
preamble for completeness but, instead, the process steps or structural limitations are 
able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and 
Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). Therefore it is 
interpreted that Joao discloses establishing a communication session between the 
particular account holder and a financial transaction server; at the server, accepting an 
account number and an identification number for the particular account holder; at the 
server accepting the predicted transaction amount; and at the server, producing the 
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transaction signature with the claim limitations of claims 50-55 in the columns and line 
numbers in the Office Action of 2/21/06. 

Conclusion: The application is not presently in condition for allowance nor does 
it simplify matters for appeal. In this rejection of claim 1 and others, for example under 
Section 103 (a) of Title 35 of the United States Code, the Examiner carefully drew up a 
correspondence between the Applicant's claimed limitations and one or more 
referenced passages in the Watson, Anderson and Joao references, what is well known 
in the art, and what is known to one having ordinary skill in the art (the skilled artisan). 
The Examiner is entitled to give claim limitations their broadest reasonable 
interpretation in light of the Specification (see below): 

21 1 1 Claim Interpretation; Broadest Reasonable Interpretation [R-1] 

>CLAIMS MUST BE GIVEN THEIR BROADEST REASONABLE INTERPRETATION 

During patent examination, the pending claims must be "given the broadest 
reasonable interpretation consistent with the specification." Applicant always has the 
opportunity to amend the claims during prosecution and broad interpretation by the 
examiner reduces the possibility that the claim, once issued, will be interpreted more 
broadly than is justified. In re Prater, 162 USPQ 541,550-51 (CCPA 1969).< 

Applicant is respectfully requested to point out to the examiner in the 

independent claims the inventive concept of the invention and to distinctly and clearly 

claim that inventive concept in the claim language. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Inquiries 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ella Colbert whose telephone number is 571-272-6741 . 
The examiner can normally be reached on Monday, Tuesday, and Thursday, 5:30AM- 
3:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

August 7, 2006 



^MARY EXAMINER 




